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Claims 13, 14j and 16-19 are ptoding in the abtir^id^ttf Claims 13, 17 

arid claim 16 was previously amended, claims 1-12, 15 arid 20h'aVe been cancelled, claim 14 is 
original, and claims 18r 19 were prfeiaously added. j 

The Examine^ rejected the present daiims tii^^ 3 $ U *S .G; 1 03(a). 

MPEP §706 Q2Q) states: *To establish a; prima facie cases of obviousness, three basic 
criteria must be met. tirst, there must be some suggestion or iric tivation, either in the references 
themselves or in the knowledge generally available to one of ofi lihaiy skill in the art, to modify 
the reference or to combine reference teachings. Second, thef litest be a i 



of success. Finally, the prior art reference (or references Svheri c^rnbined) must teach or suggest 



all the claim limitaiiojns . The teachirtg or sUgge^ioh to 

reasonable expectation of success must both be found in the pri<j>r art and not based on 
applicant's disclosure. In re Vaeck; 947 Fid 488, 2O USP0a J 43S (Fed. Cir. 1991)/' 

MPEP .§2l4ijoi provides the jteUo^ can be conibmed 

or modified does not Render the resultant combination obvious ijnless the prior art also suggests 
the desirability of the! combination, In re Mills, 916 F.2d 680/ ijfi tJSPQ2d 1430 (Fed. Cii. 
1990). 

. Obviousness fcanhot 1 

the claimed inveirtioii, absent sortie teaching, suggestion or incentive supporting the combination 
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ACS Hospital Systenjs, Inc. v. Mpntefiofe Hospital, 732 F.2d 1^72, 1577, 221 USPQ 929, 933 . 
(Fed. Cir. 19&4). j. j - 

The CCPA exjpfessly held thiat there must be spiiie logical reason apparent from the 
evidence of record that would justify ai c&itibiha^^ references. In re Regel, . 

188 USPQ 132 (CCPA 1975). In determining whiethet piae of b^diriary skill in the art would ktid 



it obvious to modify or combine references, the teachings of ^e| references, taken with the 
knowledge that a worjker in the art already possesses, constitute jthe scope and content of the prior 
art. Thus, the question raised under §103 is whether the prior aijt taken as a \vhole would suggest 
the claimed invention taken as a whole to one of ordinary skill ik the aft. Accordingly, even if all 
elements of a claim a-e disclosed in various prior art references,! the claimed invention taken as a 
whole cannot be said to be obvious Without some re&sOri givefo ijftttee prior art why one of 

to combine the te^thiri^ bf the references to arrive at 

the claimed inveiitiori. 

The Federal dircuit has also repeatedly warned against ulsing the applicants disclosure a£ 
a blueprint to reconstruct the claimed invention out of isolated tMchings in the prior art. See, 
e.g., Grain Processing Corp. v. American l^aiz^Products, MO $.2,6 902, 907, 5 USPQ2d 
1988). 

The following were cited by Judge Linn in In re Kptzab, 
1313 (Fed. Cir.2000 1 ): 

a) Hindsight Syndrome - : -;.| ' : • 

A critical step; in analyzing the patentabiiity of claims pt^suant to section 103(a) is casting 



1788,1792 (Fed. Cir. 



2i7F.3d 1365, 55 USI>Q2d 
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guided only by the pri or art references and the then accefct^d wisdom in the field. ... Close 

adherence to this met lodology is esp^ciMiy important in eases AVhere the very ease with which 

'■.."•"■"*-"-" j* * * - • 

the invention can be understood may prompt one "to fall victim jtd the insidious effect of a 

e wherein that which only the invention taiui:gl|t is used against its teacher." (Id. 

,*t i3i6). ' Vj. •' 



hindsight syndroms 
atl369,55USPQ2d 
b) 



Need for Motivation 



Most if not al] 



element of a claimed invention may often be found in the ^Wor ^fl;, Wowever, identification in the 
prior art of each individual part claimed is insufficieiit to; defeat (patentability of the whole 
claimed invention. Rather, to establish obviousness b^s^d on a doiribination of the elements 

lot teaching of the 



to be solved, in addition, the teaching 
art as a whole, rather dm 
what the combined tekcl 
problem to be solved 



Whether the Board relies 
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inventions arise from a combination of oljl elements. ... Thus, every 



desirability of making the specific combination that was rftadeb^ the applicant (Id. at 1369, 55 
USPQ2d at 1316) (citjations omitted). 

c) Particular Findings Required 

The motivatiojn, suggestion or teaching may come efcplicjitly from statements in the prior 
art, the knowledge of lone of ordinary skill in the art* or, iri soitiejbais^s the nature of the problem 



motivation or suggestion ] 
expressly stated in the f efef eiices. .„* The test for an implicit showing is 
hings, knowledge of otie of ordinary skill in the art, and the nature of the 
as a whole wouLd have suggested to those j>f ordinary skill in the art ... 
on an express or an implicit showm^, it must provide particular 



may be implicit from the prior 
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findings related therei o. Broad conclusory statemerits standing ilone are not "evidence." (Id. at 



1370, 55 USPQ2dl3 



17) (citations omitted). 



Furthermore, : f a prior art reference requires sortie rnpdiJication in order to meet the 
claimed invention or requires some modification in order to be properly combined with another 
reference and such a modification destroys the purpose fun^^h of the invention disclosed in 
the reference 9 one of ordinary skill in the art would not have found a reason to make the claimed 
modification. Thus, the CCPA had arid the Federal Circuit has |ofisistently held that when a 
§ 1 03 rejection is base d upon a modification of a reference th&t cfestrpys the intent, purpose or 
function of the invention disclosed in the reference, such a proposed modification is not proper 
and the prima facie case of obviousness cannot be property madfe. 

Applicant reaj iseits the arguments set forth ifii the prevLotjis response. The Examiner ha$ 
referred to anew groiirid of rejection. Yet a review of tjie ;pfficie|^ctioh discloses the arguments 
are essentially the sarie as Was previously provided. '■ j 

The following is a stuiimary of each of the cited prior ap^.tod an indication of the 
respective technical £ eld. 

Bakke teache^ a redundancy manager in an I/O adapter that manages commands to 
peripheral devices in a computer system. These peripheral devices have multiple ports and tnky 
have a different bus associated with each port The buses, referred to as independent pathways, 
moreover, need not h we the same protocol . The redimdj^py rriariager determines the number of 
independent pathway? connected to the peripheral device, pr^eihts only one logical device to the 



"i 



operating system and 



i . : 



any device driver and any other comir^nd ipt device processing logic in the 



command path before the redundancy mariagerVFor each bcdhUng command, the redundancy 
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manager determines Which pathways are proj^rly functioning aild selects the best pathway for 
the command based on load balancing c5tisiderSitions aiid : £riy oifdkring semantics that rilust be 
preserved in the incoming command and any outstanding cofia^jands and associated data that 
have not yet executed. The redundancy manager further remuteS tide command to an alternaie 
path and resets the device for the alternate path if the selected failed. Thus, a dynamic 
mechanism and meth yl to manage niultiple pathways to 1/6 devices such as storage disks do not 
require the intervention of either the operating system of the por^iputer or any device driver 
associated with the device or the interconnecting bus. This invention relates generally to the field 
of computer processing and more specifically relates to managing Multiple physical paths from a 
host computer systen; to peripheral devices. ; j 

Bakke is direc ted to the following problem. There is no Mechanism for dynamic usage 
and load balancing araongst the teduiidant physical pafchjS= iDhce |a physical path has failed, 
moreover, the host operating system has no simple means to dynamically use alternate paths or to 
recover use of the fai ed path once it becomes available. ; j 

Kitchin disclc ses a way of managing bandwidth in a hdtrjybrk supporting variable bit rate. 
An apparatus is provided that comprises an interface to tr^miidata to a receiving device. The 
apparatus comprises ii controller that is communicatively coupled to the interface, the controller 
to detect a bit rate chinge event and ttansinit a first portion pfti|e data using reserved bandwidth 
and a second portion of the data using unreserved bandwidth in -response to detecting the bit rate 
change event. 

Kitchin is dir< jcted to the following problem. [paragi^ph;O006] Typically, bandwidth 
agreements in WLA1 Is that support dynamic bit rate cbhil^bfioris ate negotiated based on an 
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i agreement] may 



dktal 



assumed bit rate. If, 
bandwidth 
This interruption in 
voice, audio, video, 
efficiently manage 

The Examiner 
unpatentable over 
2002/0154656 Al). 

Referring to c 
interfacing a data ca] 
20-55 and Col. 8, 
1-2, Col. 6, lines 20-! 
I/O port and at least 
a myriad of external 
connecting the i 
"connected to a 
providing an I/O i 
(figures 1-2, arid col 
224, 234 to control 
peripheral devices 
device drivers for 
devices ytith device 



ipjabl 



lines 



35 



one 



or 



however, the bit irate changes from the aSSiiib^d bit rate, the existing 

no longer be valid, th^re6y po^ibiy ibteritiptirig the transfer of data, 
transfer iiiay be ptoblehiatic for ippiicjaitions that, for example, transmit 
and or other high priority traffic, [par agrapK 0007] Thus, there is a need to 
bandwidth in a netWork sitppdrtitfg viable fit fate. 

rejected claims 13-14 and 16-20 under 35!tLS.C. 103(a) as being 
Bstfcke (U.S. Patent No. 6,740,812 M) in yi^ of Kitchln (U.S. Pub. No. 

aim 13, the Exdinin^h^ a fnethod for 

e mobile phone to at least one peripheral device (figure 1, Col. 6, lines 
19-35), comprising: providing at i^M&jbiiS iii the mobile phone (figures 
, 'Internal bus 1 05 fl ) ; prbvidirig a p^ri^ral hub having ah iiiput that is ah' 
butput that is an ^ 6, lines 60-67 5 "connect to J 

periphery devices either tftrimgh a c^rmketion hub 1 30"); operatively ; 
bus to the iriput dJ^ th$ peri^heM 1-2, col. 6, lines 60-67, 

of external or peripheral devices either^ a connection hub 130"); 
device controller- respectively for each I/O port in the peripheral hub 
6, lines l$-67, c61. 7, liiaeS 13^7, ceil. 9* li^ 20-65, "device control logic- 
reset each device 230, 240, 250^ - ^oMe^ed to a myriad of external or 
through a ctor^^ 

, note that the mobile device is connected to multiple peripheral 
drivers through a multi I/O hub, hence it is inherent that ah I/O interface 



! internal 



. myriad 



interface 



and 



either 



intferfeces ,, 
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col. 



the; 



device controller is 
data transmittal to 
operatively connecting 
hub figures 1-2, and 
myriad of external or 
variety of devices to 
lp the peripheral hiub; 
and making respective 
the peripheral hub 
"device control logic 
myriad of external of 
complex 104 
provides- . device 
peripheral devices 
inherent that the data 
data communication 
recognize connectivity 
bus and making 
of the peripheral hub. 
devices); interwor Irin^g 
information with a 
control and data frorr i 



connected 



and 



Carmen Patti & Rssociates 312-346-2810 p. 13 

13 '"' LUC-459/Bemco 56-7' . 



provided so that data is timstnitfed to ^jp^topriate peripheral device arid 
miiltiple peripheral devices is Controlled withbut losing or misdirecting data), 
at least one ^eripfeerai device to the at leiist one output of the periphetal 
6, lines 19-6*, cbl. 7, lines ip$1jvbl. § , lines 20-65, ''connected to a 
peripheral devices dither through a ^nli^oii hub 130\ "connect a wide 

host"); K^cognizing, by the peripheral tifrb, peripheral devices connected 
sepatating peripheral iftterfac^s frdm tt^e ihtdrrial bus of the mobile phone 
peripheral interfaces available on fespective peripheral device outputs bf 
es 1-2, arid coL 6, lines 19-67, col ? % lii^s 13-67, col. 9, lines 20-65, 
224, 234 to control and reset each device 23 0, 240, 250", "cofthected to a 
peripheral devices either thrbugb a bbtuieidtiOfi hub 1 30", "processor 
to a main msmoiry 120 by ah internal frtte'', "Operating system 122 
d rivers for interfaces'', note that mobile dfevicje is connected to multiple I/O 
device drives i^ p^ device by the OS, thus it is 

interface with the rtitfltipie 1/0 d^ifes ^^n^lled so that appropriate 



i s taken place alhd/ Hence, recogiiizMg by^ hub is provided to 

to the peripheral hub, and separating peripheral interfaces from internal 



respective 



C?U 



^riphj^ peripheral device outputs 

so that corMltiMcation takes place thtou^i/with the desired peripheral 
with the internal bus Of the mobile phone to exchange data and control 
of the mobile phone (figure 1-2 ajid cbl 6, lines 20-65); and directing 



the internal bus of the mobile phone to a! ibttespofiding interface device 
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. respective 



; systpni 



x6 



that 



controller for a 
67, Col. 9, lines 20-6$ 
250", "connected to a 
130", "Operating 
device is connected 
hence it is inherent 
data from the internal 
a respective periphery J 

The Examine! 
peripheral hub and 

The Examine] 
installing the drivers 
paragraphs 21-26, "< 
290... may be stored 

The Examiner 
in the art at the time 
of Kitchin and 
hub and installing the 
being for the purpose 
device since drivers 
and/or providing a 

The Examinei: 



peripheral device (figures 1-2, and col. 6, lines 19-67, col. 7, lines 13- 
, "device control logic 224, 234 to corinSol:^nd reset each device 230, 240, 
myriad of external or peripheral devices either through a connection hub 
sm 122 provides , . . device drivers for int^tfaces^ note that the mobile 
multiple peripheral devices with device ciiivers through a multi I/O hub, 
an I/O interface device controller is provided for directing control and 
bus of the mobile phone to a ^ coires^oiicJirig interface device controller for 
device). 

admitted that Bakke does not specifically disclose storing drivers in the 
installing the drivers for peripheral devices Connected to the peripheral hub 
then cited Kitchin as disclosing $t6ridLg dJniVers in the peripheral hub aM 
for peripheral devices connected to the petipheral hub (figure 2 and 
device driver 296 installed on the wireless network hub 30", "device drivers 
in the storage unit 270"). y\ \ 

then concluded that it would have been obvious to one of the ordinary skill 
^invention to modify the method of Bakke by incorporating the teachings 
uently providing the method of Bakke Witjh storing drivers in the peripheral 
drivers for peripheral devices concerted to the peripheral hub, motivation 
of increasing merilory sjpace for the internkl memory System of the mobile 



are stored in the j>^phc^.hub/-ptoHd4i^' 4 itodre robust interface hub, 



mobile hub that is easily moved and connected to other mobile phones, 
rejected independent blahri 
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In arguing his support for the Bakke reference, the Examjiicf has had to rely on inherency 
in three different areas. The three inherency referents are as folio "note that the mobile 
device is connected tc multiple peripheral device&.With device dirivers through a multi I/O hubj 
hence it is inherent th it an I/O interface device Contittlier is prodded so that data is transmitted to 
the appropriate peripl eral device and data trarismittal to multiple fjieripheral devices is controlled 
without losing or niisjiirecting data; "note that mbbile device is £6nriected to multiple I/O 
peripheral devices and device drives are provided for each peripheral device by the OS, thus it is 
inherent that the data interface with the niiiltipte I/O devils are jCpntrolied so that appropriate { 
data communication is taken place**; and "tidte th^jt^ ^^jb d^yide is connected to multiple 
peripheral devices will device diivers though a rntilti V^i^^lk^^ it i$ inherent that an I/O 
interface devire controller is provided fpr directing control arid <kta from the internal bus of the 
mobile phone to a coi responding iriteitfatoe peripheral device". 

Such reliance on inherency oiiiy supSports the p^sitiph ih^t Bakke is lacking in a sufficient 
number of areas that one skilled in tile art Would hot rely oii fee teachings of Bakke in an ^tteiftpt 
to arrive at the present claimed invention 6f th6 Applicant ; 

Citchin does not disclose ^tbrin^ driveis m hub and instailiftg 

the drivers for peripheral devices connected to the peripheral htjb. 

In paragraph ( >023 Kitchin teaches: a lThe wireless elierii ^5(l-m) 9 in one embodiment, 
includes a storage un^t 250 coupled to the second bridge 230 A fretwork protocol 255 and a 

the wireless tieiwork interface 240 thayibeiii^talled on the wireless client 
stored in the storage unit 2567 is> tid V^less client has a storage utiit 
driver for its wireless network interface: vT.: 



device driver 260 for 
35(l-m), and may be 
that stores the device 
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0024: 



interface : 



driver 



In paragraph 
includes a control unit 
wireless network I 
network hub 30 includes 
interface 280, in one 
stores the device 

In paragraph C 
includes a network 
may have an associated 
hub 30." 

In paragraph 
device drivers 290, 
stored in the storage 
Although Kitchin 
storage unit 275, Kit4hin 
client (peripheral device) 
storage unit 250 of th[e 
in the peripheral hub 
hub. 

The Exarniiie): 
peripheral devices ; 
hub (figure 2 and 



Kitchin teaches: "The wireless rietworjk hub 30, in one embodiment, 
270 and a storage unit 275. The wireless Network hub 30 may include a 
280 having a transceiver 282 and ail interina 284. The wireless 
a network protocol 286 arid device driver 290 for the wireless network 
Embodiment" That is, the wireless network hub has a storage unit that 

for its wireless network interface. ; 
025 ICitchin teaches: "The wireless fiejtWpiik hub 30, in one embodiment, 
interface 292 for interfacing with the network 15. The network interface 2$2 
protocol 294 and a device driver 296 Installed on the wireless network 



and 



teaches 



Q026 Kitchin teacher "6iie or laibfe* pi the network protocols 286, 294, 

, and the bandwidth manage* f AD'^^^i^)sss network hub 30 may be 
unit 275 and, in one embodiment, executable on the control unit 270." 
that one or more of the device dnv^ts*! 290, 296 may be stored in the 
does not teach, or suggest tihiat the device driver 260 for the wireless 
be stored in the storage unit 270, The device driver 260 is stored in the 
wireless client 35, Thus, kitchin dbes ridt teach or suggest storing drivers 
and installing the drivers for periphefri devices connected to the peripheral 



has alleged that Kitchin discloses storing drivers in the peripheral hub for 
installing the drivers for the periphertl devices connected to the peripheral 
21-26, "devi^ wireless network hub 



paragraphs 
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30", "device drivers 290 may be stored in the storage unit 270", "hub 30 includes a control unit 
storage unit wireless network interface 280 having a transceiver 282 and an antenna hub 30 
includes a network pr Dtocbl 286 arid d£Vk5e driver 290 fot the wireless network interface", note . 
hub 30 includes a net vork protocol and device driver 290 for the wireless network interface with 
peripheral devices, hence drives stored in the hub are inherently for the peripheral devices). 

However, it should be noted that element 270 is the control unit and not the storage unit. 

reasons the claims are not obvioiiiiS in vie\y: of any combination of the cited 



Thus, the independent claims 13 and i 7 are not anticipated by nor obvious in view of any 
of the cited prior art taken singly or in combination. 

11* deaden: claims ifiGliZi^ ^Ll thie li^^a^ 1^^ett<3ent: claims Upo* which \ 
they depend, and thef sfore for the reasbfis set forth above with regards to the independent claims* 
these dependent claims are deemed to be allowable over any combination of the cited prior; art. 

Reconsideration and withdteWal of the t^ecAc^ : is]l^^^QTt respectfully requested, in 
view of the above remarks, allowance of all claims fading is ^jpectfully requested. 
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only. This application 



The prior art i lade of record and not relied upon is coteijdered to be of general interest 
is believed to be iii condition for dlov^ri^e, and such action at an early 
date is earnestly solicited. If a telephone conference would be of assistance in advancing the 
prosecution of this application, the Examiner is invited to c^ll s^Bcant's attorney. 



Dated: March 12, 20)7 

Carmen B. Patti & Associates, LXC 
Customer Number 473 82 



Respectfully subrioitted, 




John R Garrett 
Attorney for A^plicadnt 
Reg. No. 27,888 
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